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(i) The divisional application; and

(ii) Any application that claims the
benefit under 35 U.S.C. 120, 121, or 365(c)
of such divisional application, not in-
cluding any nonprovisional application
that satisfies the conditions set forth
in §1.78(d)(1)(ii), (d)()(iii) or (d)(1)(vi).

(3) The application is a continuation
application that claims the benefit
under 35 U.S.C. 120, 121, or 365(c) of a di-
visional application and satisfies the
conditions set forth in §1.78(d)(1)(iii),
and a request for continued examina-
tion under this section has not been
filed in any of:

(i) The continuation application;

(i) The divisional application; and

(iii) Any other application that
claims the benefit under 35 U.S.C. 120,
121, or 365(c) of such divisional applica-
tion, not including any nonprovisional
application that satisfies the condi-
tions set forth in §1.78(d)(1)(ii),
(@) (@)(iii) or (d)(1)(vi).

(g) A request for continued examina-
tion must include a petition accom-
panied by the fee set forth in §1.17(f)
and a showing that the amendment, ar-
gument, or evidence sought to be en-
tered could not have been submitted
prior to the close of prosecution in the
application, except as otherwise pro-
vided in paragraph (f) of this section.

(h) The filing of an improper request
for continued examination, including a
request for continued examination
with a petition under paragraph (g) of
this section that is not grantable, will
not stay any period for reply that may
be running against the application, nor
act as a stay of other proceedings.

[65 FR 50104, Aug. 16, 2000, as amended at 69
FR 49999, Aug. 12, 2004; 72 FR 46841, Aug. 21,
2007]

AMENDMENTS

AUTHORITY: Secs. 1.115 to 1.127 also issued
under 35 U.S.C. 132.

§1.115 Preliminary amendments.

(a) A preliminary amendment is an
amendment that is received in the Of-
fice (§1.6) on or before the mail date of
the first Office action under §1.104. The
patent application publication may in-
clude preliminary amendments
(§1.215(a)).
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§1.116

(1) A preliminary amendment that is
present on the filing date of an applica-
tion is part of the original disclosure of
the application.

(2) A preliminary amendment filed
after the filing date of the application
is not part of the original disclosure of
the application.

(b) A preliminary amendment in
compliance with §1.121 will be entered
unless disapproved by the Director.

(1) A preliminary amendment seek-
ing cancellation of all the claims with-
out presenting any new or substitute
claims will be disapproved.

(2) A preliminary amendment may be
disapproved if the preliminary amend-
ment unduly interferes with the prepa-
ration of a first Office action in an ap-
plication. Factors that will be consid-
ered in disapproving a preliminary
amendment include:

(i) The state of preparation of a first
Office action as of the date of receipt
(81.6) of the preliminary amendment by
the Office; and

(ii) The nature of any changes to the
specification or claims that would re-
sult from entry of the preliminary
amendment.

(3) A preliminary amendment will
not be disapproved under (b)(2) of this
section if it is filed no later than:

(i) Three months from the filing date
of an application under §1.53(b);

(i) The filing date of a continued
prosecution application under §1.53(d);
or

(iii) Three months from the date the
national stage is entered as set forth in
§1.491 in an international application.

(4) The time periods specified in para-
graph (b)(3) of this section are not ex-
tendable.

[69 FR 56543, Sept. 21, 2004]

§1.116 Amendments and affidavits or
other evidence after final action
and prior to appeal.

(@) An amendment after final action
must comply with §1.114 or this sec-
tion.

(b) After a final rejection or other
final action (§1.113) in an application or
in an ex parte reexamination filed
under §1.510, or an action closing pros-
ecution (§1.949) in an inter partes reex-
amination filed under §1.913, but before



§1.117

or on the same date of filing an appeal
(841.31 or §41.61 of this title):

(1) An amendment may be made can-
celing claims or complying with any
requirement of form expressly set forth
in a previous Office action;

(2) An amendment presenting re-
jected claims in better form for consid-
eration on appeal may be admitted; or

(3) An amendment touching the mer-
its of the application or patent under
reexamination may be admitted upon a
showing of good and sufficient reasons
why the amendment is necessary and
was not earlier presented.

(c) The admission of, or refusal to
admit, any amendment after a final re-
jection, a final action, an action clos-
ing prosecution, or any related pro-
ceedings will not operate to relieve the
application or reexamination pro-
ceeding from its condition as subject to
appeal or to save the application from
abandonment under §1.135, or the reex-
amination prosecution from termi-
nation under §1.550(d) or §1.957(b) or
limitation of further prosecution under
§1.957(c).

(d)(1) Notwithstanding the provisions
of paragraph (b) of this section, no
amendment other than canceling
claims, where such cancellation does
not affect the scope of any other pend-
ing claim in the proceeding, can be
made in an inter partes reexamination
proceeding after the right of appeal no-
tice under §1.953 except as provided in
§1.981 or as permitted by §41.77(b)(1) of
this title.

(2) Notwithstanding the provisions of
paragraph (b) of this section, an
amendment made after a final rejec-
tion or other final action (§1.113) in an
ex parte reexamination filed under
§1.510, or an action closing prosecution
(81.949) in an inter partes reexamination
filed under §1.913 may not cancel
claims where such cancellation affects
the scope of any other pending claim in
the reexamination proceeding except
as provided in §1.981 or as permitted by
§41.77(b)(1) of this title.

(e) An affidavit or other evidence
submitted after a final rejection or
other final action (§1.113) in an applica-
tion or in an ex parte reexamination
filed under §1.510, or an action closing
prosecution (§1.949) in an inter partes
reexamination filed under §1.913 but

92

37 CFR Ch. | (7-1-09 Edition)

before or on the same date of filing an
appeal (841.31 or §41.61 of this title),
may be admitted upon a showing of
good and sufficient reasons why the af-
fidavit or other evidence is necessary
and was not earlier presented.

(f) Notwithstanding the provisions of
paragraph (e) of this section, no affi-
davit or other evidence can be made in
an inter partes reexamination pro-
ceeding after the right of appeal notice
under §1.953 except as provided in
§1.981 or as permitted by §41.77(b)(1) of
this title.

(g) After decision on appeal, amend-
ments, affidavits and other evidence
can only be made as provided in §§1.198
and 1.981, or to carry into effect a rec-
ommendation under §41.50(c) of this
title.

[69 FR 49999, Aug. 12, 2004]

§1.117 Refund due to cancellation of
claim.

(@) If an amendment canceling a
claim is filed before an examination on
the merits has been made of the appli-
cation, the applicant may request a re-
fund of any fee under §1.16(h), (i), or (j)
or under §1.492(d), (e), or (f) paid on or
after December 8, 2004, for such claim.
If an amendment adding one or more
claims is also filed before the applica-
tion has been taken up for examination
on the merits, the Office may apply
any refund under §1.117 to any excess
claims fees due as a result of such an
amendment. The date indicated on any
certificate of mailing or transmission
under §1.8 will not be taken into ac-
count in determining whether an
amendment canceling a claim was filed
before an examination on the merits
has been made of the application.

(b) If a request for refund under this
section is not filed within two months
from the date on which the claim was
canceled, the Office may retain the ex-
cess claims fee paid in the application.
This two-month period is not extend-
able. If an amendment canceling a
claim is not filed before an examina-
tion on the merits has been made of
the application, the Office will not re-
fund any part of the excess claims fee
paid in the application except as pro-
vided in §1.26.

[72 FR 46841, Aug. 21, 2007]
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